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REMARKS 

I. Status of the Claims 

Favorable reconsideration and allowance of the present claims is respectfully 
requested. Claims 46-190 are pending in the present application. Claims 46, 69, 93, 

118, 143, and 167 are independent claims. 

Claims 46-190 are generally directed to a method and system for facilitating 
financial transactions between a buyer and seller over a network, such as the Internet 
(Application p. 3, lines 20-24). For a fee, an intermediary coUects the payment from 
the buyer and pays the seller (Application p. 3, lines 28-29). However, before doing 
so, the intermediary may hold the payment in escrow until some predetermined 
condition is fulfilled (Application p. 4, lines 23-24; p. 8, lines 28-29). For instance, 
the intermediary may hold the payment until it is determined (1) that the seller has 
shipped the goods, (2) the buyer has received the goods, and (3) the goods are 
acceptable to the buyer (Application p. 4, lines 25-28; p. 9, lines 1-3). Upon 
fulfillment of the predetermined condition, the intermediary orders the transfer of 
funds to the seller (Application p. 4, lines 24-25). To enable the intermediary to 
monitor the status of the shipment, an authorised shipping service having an online 
tracking database is used (Application p. 20, lines 16-26). Thus, the mttrmediary is 
able to monitor the status of the transaction and facilitate payment upon satisfactory 
delivery of the goods (Application p. 20, lines 14-16). 

In particular, claim 46 and its associated dependent claims are directed, among 
other things, to aspects of a method for completing a transaction between a buyer 
and a seller utilizing a payment enabling system, with steps particularly applicable to 
^ p o ym.nt enabling system , involving various steps of receiving transaction 
information from a transaction computer, requesting authorization of a payment 
from a payment instrument processor, instructing the seller to ship the goods in 
response to an authorization, querying a shipping service's tracking database to 
determine when the goods have been delivered, and upon determination of 
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acceptable delivery, communicating an instruction to the payment instrument 
processor to make the payment to the seller with a selected payment instrument. 

Claim 69 and its associated dependent claims are directed, among other things, 
to aspects of a system for effecting payment for an online transaction but conditioned 
on acceptable delivery of goods, comprising a transaction computer, a shipping 
service tracking database, one or more payment instrument processors, and a 
payment enabling system, with operations along the lines of claim 46, which is 
roughly a method counterpart to this claim. 

Claim 93 and its associated dependent claims are directed to, among other 
things, aspects of a method for completing a transaction between a buyer and a seller 
utilizing a payment enabling system, with steps particularly applicable to the payment 
enabling system, involving various steps including registering a payment instrument, 
requesting authorization of a payment from a payment instrument processor, 
instructing the seller to ship the goods in response to an authorization, generating a 
tracking number associated with the shipment of goods, querying a shipping service's 
tracking database to determine when the goods have been delivered, and upon 
determination of acceptable delivery, communicating an instruction to the payment 
instrument processor to make the payment to the seller. 

Claim 118 and its associated dependent claims are directed to, among other 
things, aspects of a system for effecting payment for goods in an online transaction, 
the payment conditioned on acceptable delivery of the goods to the buyer, 
comprising a payment enabling system and interferes for data communications with 
buyer and seller computers, a transaction computer, a payment instrument processor, 
and a shipping service, with operations particularly applicable to the payment 
enabling system along the lines of claim 93, which is roughly a method counterpart to 
this claim. 

Claim 143 and its associated dependent claims are directed to, among other 
things, aspects of a methpd for completing a transaction between a buyer and a seller 
in a system including a transaction computer, a payment enabling system, one or 
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more payment instrument pressors, and at least one pre-authorized shipping 
service, involving various steps of registering a payment instrument, requesting 
authorisation of a payment from a payment instrument processor, instructing the 
seller to ship the goods in response to an authorization, generating a tracking number, 
querying a shipping service's tracking database to determine when the goods have 
been delivered, and upon determination of acceptable delivery, communicating an 
instruction to the payment instrument processor to make the payment to the seller. 

Claim 167 is directed, among other things, to aspects of a svstem for effecting 
payment for an online transaction but conditioned on delivery of goods, comprising a 
transaction computer, a shipping service tracking database, one or more payment 
instrument processors, and a payment enabling system, with operations along the 
lines of claim 143, which is roughly a method counterpart to this claim. 

It should be understood that the above summary is being presented not by 
way of limitation, or formal characterization, or to be subject to an estoppel, as the 
summaries are for the convenience of the examiner in ascertaining the differences 
between the subject matter of the claims to thereby facilitate examination. 

II. issues Presented 

By way of the Oftice Action dated November 24, 2003, Examiner Akers 
rejected claims 46-190 under 35 U.S.C. §l03(a) as being unpatentable over U.S. 
Patent No. 6,449,599 to Payne et al in view of U.S. Patent No. 6,289,323 to Gordon et 
aL, U-S. Patent No. 5,664,110 to Green etal., and U.S. Patent No. 5,897,622 to Blinn et 
al Accordingly, at least two distinct issues have been raised: 

(1) Has the Examiner made a prima facie case of obviousness? 

(2) In view of Payne, Gordon, Gnen, and BHnn would the claimed subject 
matter have been obvious to one of ordinary skill in the an at the time the invention 
was made? 

Before addressing each issue, a review of the cited references is provided for 
the convenience of the Examiner. 
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A. tt * Patent N" to Pnyne e tui ("Payi*?^ 

Payne is directed to a network-based sales system that includes at least one 
buyer computer for operation by a user desiring to buy a product (such as an 
electronic version of a newspaper article) at least one merchant computer, and at least 
one payment computer (col. 1, lines 53-56; col. 4, lines 54-65). The buyer computer, 
the merchant computer, and the payment computer are interconnected by a 
computer network (col. 1, lines 56-58). The buyer computer is programmed to 
receive a user request for purchasing a product, and to cause a payment message to 
be sent to the payment computer that includes a product identifier identifying the 
product (col. 1. lines 58-62). The payment computer is programmed to (1) receive 
the payment message, (2) cause an access message to be created that includes both 
the product identifier and an access message authenricator based on a cryptographic 
key, and (3) cause the access message to be sent to the merchant computer (col. 1, 
lines 62-67). The merchant computer is programmed to (1) receive the access 
message, (2) verify the access message authenricator to ensure that the access message 
authenricator was created using the cryptographic key, and (3) cause the electronic 
product to be sent to the user desiring to buy the product (col. 1, line 67 through col. 
2, lines 1-5). 

The system of Payne allows the merchant computer to respond to payment 
orders from the buyer computer without the merchant computer having to 
communicate directly with the payment computer to ensure that the user is 
authorized to purchase the product (col. 2, lines 7-11). Furthermore, the merchant 
computer does not have to store information in a database regarding which buyers 
are authorized to purchase which products (col. 2, lines 11-14). Rather, when the 
merchant computer receives an access message from the buyer computer identifying 
a product to be purchased, the merchant computer need only check the access 
message to ensure that it was created by the payment computer to verify that the 
buyer is authorized to purchase the product before causing the product to be sent to 
the buyer computer (col. 2, lines 14-22). 
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B , tt s Parent No f,9«Q-323 to Gordon et al ("GordotQ. 

Gordon is directed to a method and system for paying for goods and services in 
a manner similar to checks, credit cards, and debit cards (col. 1, lines 7-9). Gordon 
uses cryptographicaUy transformed user information to authenticate payments from a 
payer to a payee where the form of payment is a value message bearing 
cryptographicaUy transformed information including a digital signature to 
authenticate the value message (col. 1, lines 10-16). The value messages are 
authenticated, credited to the payee, and debited to the payer (col 1, lines 16-18). 
Gordon purports to remedy the shortcomings of traditional payment systems 
regarding authentication, privacy, and convenience (col. 1, lines 66-67 to col. 2, line 

Specifically, the method of Gordon provides a payer with a Payer Postal 
Security Device (Payer PSD) upon establishing an account with a postal authority 
(col. 3, lines 12-16). The Payer PSD is a secure register for evidencing and tracking 
value (col. 3, lines 26-27). The payer may deposit funds with the postal authority 
prior to using the Payer PSD (coL 3, lines 27-29). A communication is then 
established between the postal authority and the Payer PSD, whereby the postal 
authority issues a value download message and the internal register of the Payer PSD 
is increased by the amount deposited by the payer (col. 3, lines 29-37). In exchange 
for providing goods or services, the Payer PSD issues a value message to a merchant 
(coL 4, lines 44-45). After receiving the value message, the merchant endorses the 
value message using a Payee PSD (col. 4, lines 46-47). To endorse the value message, 
the merchant payee adds additional data and renders a digital signature based on 
fields contained in the value message (col. 4, lines 49-52). The merchant then 
presents the endorsed value message to the postal authority (col. 4, lines 64-65) for 
authentication. After authenticating the value message, the Payee PSD is credited 
with the amount paid by the Payer (coL 5, lines 19-21). The value message may be 
processed by issuing a paper check or using an electronic funds transfer to the Payee 
bank (col. 5, lines 42-45). 
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Gordon also provides a means for enabling a purchase between a merchant and 
an anonymous customer (col 11, lines 15-19). First, the customer uses a PSD to 
generate a value message and transmits the message to the merchant (col. 11, lines 20- 
24). The value message identifies the product that the customer wishes to purchase 
(col. 11, lines 24-26). The value message further includes an identification of the 
PSD but does not include any information about the customer (col. 11, lines 26-30). 
The merchant then endorses the value message from the customer using a merchant 
PSD (col. 11, lines 35-37). The postal authority then authenticates the transaction 
(col 11, lines 45-47). The parcel is then shipped from the merchant to the postal 
authority who takes possession of the parcel (col. 12, lines 23-25). Using barcode 
technology containing information about the intended recipient of the package, the 
postal authority determines the customer for whom the package is intended (col, 12, 
lines 25-30). At that point, various means may be used to communicate to the 
customer that the postal authority is in possession of the package so that the 
customer may schedule delivery or pickup of the parcel as desired (coL 12 through 
col. 13). 

C. U.S. Patent No. 5.664J10 to Green etal. ("G reerf') 
Gnen is directed to a remote ordering system that provides a user the ability to 
build and edit one or more order lists resident in the memory of a user device, and 
the further ability to review and manipulate a user interpretable display of the 
contents of such lists (coL 1, lines 38-42). Each customer uses a display/processor 
unit (DPU) for creating and transmitting order lists through a data format/transfer 
computer (DFTC) to multiple merchant databases (col. 1, lines 42-47). The customer 
is provided with a data entry device, such as an optical wand, capable of interpreting a 
bar code, so that the customer can pass the wand over the bar codes of multiple 
products and input the data into the DPU (col. 3, lines 11-15). Without establishing 
communications between the DPU and the DFTC, the data from the data entry 
device is checked against a database within the DPU (coL 4, lines 22-25), A CPU 
within the DPU then creates and displays the order list in a user-disccrnablc format 
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for review by the customer (col. 4, lines 33-34). The order list can be modified or 
otherwise manipulated on the DPU without a communications link being established 
between the DPU and the DFTC (col. 4, lines 37-39). Once an order list is 
completed, the DPU is instructed by the customer to establish communication with 
the DFTC (col. 4, lines 61-63). The DFTC controls the flow information between 
the customer and the metchant databases from which the various products in the 

order list ate ordered (col. 5, lines 7-9). 

D. ^TR Parent N n S-897.622 to ffftnn et ah f BlwiT) 
Blinn is directed to an online merchant system including a dynamic page 
generator that permits the display of dynamically generated data in any format or 
presentation desired by the merchant through use of display templates and a database 
schema independent query mechanism (col. 3, lines 9-13). A merchant can change 
the display format by modifying a template instead of revising the system modules 
that produce the display formats (col. 3, lines 13-16). Further, a merchant is able to 
handle database modifications by modifying the queries stored in the database instead 
of modifying the system modules that perform the database queries (col. 3, lines 16- 
19). The merchant system of Mnn uses templates, directives, and actions to 
dynamically respond to customer requests (coL 7, lines 6-8). Templates, which 
include directives and actions, are located in HTML structures (col.7, lines 8-9). In 
response to customer requests via the consumer web browser, the dynamic page 
generator composes HTML pages dynamically from templates stored in the HTML 
structures (col. 7, lines 9-11). A template defines the appearance of a page, such as 
the store home page, a product page, or a customer information page (col. 7, lines 42- 
44). Specifically, templates include HTML and directives, which are keywords to the 
dynamic page generator specifying how to build a page for display (col. 7, lines 45- 
47). The merchant system may include several predefined templates in the HTML 
structures (col. 7, lines 53-55), such as a baskethtml page that allows shoppers to 
manipulate items in their shopping baskets (col. 8, lines 1-3). The merchant system 
uses actions to perform various system operations, such as adding an item to an order 
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form, clearing an order form, and so forth (col. 9, lines 14-16). Actions are called for 
execution when a shopper clicks on a URL (col. 9, lines 29-30). An action manager 
interprets the URL to execute the action (col. 9, lines 35-54). 

III. THE EXAMINER HAS FAILED TO MAKE A PRIMA FACIE CASE OF 
OBVIOUSNESS TO SUPPORT A REJECTION UNDER 35 U.S.C. §103(A) OVER U.S. 

Patent No. 6,449,599 to Payne et al. in view of U.S. Patent No. 

6,289,323 TO GORDON ET AL. y U.S. PATENT NO. 5,664,110 TO GHEENETAL., 
AND U.S. PATENT NO. 5,897,622 TO BUNNETAL. 

By way of an Office Action dated November 24, 2003, claims 46-190 were 
rejected under 35 U.S.C. §103(a) as being obvious over Payne in view of Gordo*, in 
view of Green, and further in view of BSnn. This rejection is respectfully traversed. 

To establish a prima fade case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, 
to modify the reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference or combination of 
references must teach or suggest all the claim limitations. The teaching or suggestion 
to make the claimed combination and the reasonable expectation of success must 
both be found in the prior art, and not based on Applicants' disclosure. In re Vaeck* 
947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991); MPEP §2142. 

It is respectfully submitted that the Examiner has failed to make a prima fade 
case to support a rejection of any claims under 35 U.S.C. §103(a) over Payne in view 
of Gordon, Green, and Mnn. First, there is no suggestion or motivation to modify the 
references or combine the reference teachings. Second, there is no reasonable 
expectation of success of combining the reference teachings. Finally, the 
combination of references does not teach or suggest all elements of any of 
Applicants' inventions as set forth in claims 46-190. 
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In particular, and by way of non-limiting example, none of the references 
teach or suggest, inter alia, a payment enabling system in which a third party facilitates 
a transaction between twn consumers a hnvct and a ?eller. Instead, each of the 
references relate to systems in which a merchant is a party to the transaction. 
Further, none of the references teach or suggest any aspect of a system or method in 
which a third party trance rinn fa cilitator uses a tracking number renewed by . a 
shipping s ystem to monitor t he delivery status of the shipped item. Likewise, none of 
the references teach or suggest any aspect of a system or method in which a third 
party transaction facilitator, yi pon agreement to the transaction by the buyer and 
pellet irrimer liqrel y receives a payme nt from the buyer, uses a tracking number 
generated by a shipping system to monitor the delivery status of the shipped item, 
Verifies that thft goods havq been teceiv« ^ and are acceptable to the, buyer, and then 
refers the payment to th * «e"ei- of the proods. As such, the cited references ate 
entirely inapposite and do not provide a basis for rejecting any of Applicants' claimed 
inventions, as will be discussed in greater detail below. 

A. There is No Suggest i on or Mo tivation to Modify the References 
or Combine the Refe rence Teachings. 

Obviousness can only be established by combining or modifying the teachings 
of the prior art to product the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. In rt Fine, 837 F.2d 
1071, 5 U.S.P.Q.2d 1596 (Fed. Cir. 1988); In n Jones, 958 F.2d 347, 21 U.S.P.Q.2d 
1941 (Fed. Cir. 1992). 

Applicants submit that the Examiner has failed to identify any suggestion or 
motivation to modify the references or combine the teachings of Payne, Gordon, Green, 
and B/inn. As such, the Examiner has failed to make a prima facie case of obviousness 
under 35 U-S.C. §l03(a). Therefore, the rejection is improper and should be 
withdrawn. 
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1. U.S. Patent No. 6,449,599 to Payne 

By way of the Office Action dated November 24, 2003, Examiner Akers 
asserted that 

Payne teaches a computer-implementable method for providing a 
consumer-to-consumer payment S ervice(Absti a ct)(Fig l)(Figs 2A- 
I)(Figs 3A/B)(Fig 4A/B) [sic]. 

(Office Action, page 2). 

Applicants respectfully disagree with this characterization of Payne. Contrary 
to the Examiner's assertion, Payne does not teach a consumer-to-consumer payment 
service. Rather, Payne is directed to a network-based sales system that allows a 
merchant computer to respond to payment orders from a buyer computer without 
the merchant computer having to communicate directly with a payment computer to 
ensure that the user is authorized to purchase the product (col. 2, lines 7-11). 

The teachings of Payne are inapposite to the various features of the present 
invention. The "payment computer" of Payne cannot reasonably be considered a 
"transaction facilitator". Nor can the "payment computer" be considered a system 
for effecting payment from a buyer to a seller but conditioned on delivery of goods. 

No reasonable modification to Payne would arrive at any of Applicants' 
claimed inventions. By way of non-limiting example, no reasonable modification of 
Payne would arrive at any aspect of a payment enabling system or method in which a 
frirA r m facility * transactio n b etwe en t w o consumers, a buyer and a selle r. 
Instead, Payne is directed to transactions between a merchant and a consumer. 
Further, no reasonable modification of Payne would arrive at any aspect of a system 
or method in which a rhii-H party tra nsition facilitat or Ufies a tracking number 
^nteA hv a shippin g svste ™ ^ monitor the delivery Slfttus of the shipped item. 
Payne makes no mention of tracking the shipment of goods at all, and in particular, 
makes no mention of having a third party track the shipment of goods to facilitate 
the transaction between the buyer and seller. Finally, no reasonable modification of 
Payne would arrive at any aspect of a system or method m which a third party 
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transaction facilitator, ^ageea.rnr T n the tr,ps,rtion hy rh g ^ and seller, 

a n^mmt from the buyM, uses a tracking number generated by 
a shipping system to monitor the delivery status of the shipped item, yrri fie. that fre 
£nr ,_ ^ w. -,WH „nd ,n» arable b nyer then transfers^ * 

rry ^» r w th, ^ of the Poods. Thus, the use of P«y»< « * P*™* reference 
does not provide a sufficient basis for rejection of any of Applicants' claimed 

inventions. 

(b) Combination of Pa^ne with U.S- Patent No. 6,289,323 to Gordon 

Applicants submit that there is no suggestion or motivation in Gordon to 
combine the teachings of Gordon with the teachings of Payne. As stated above, Gordon 
is directed to a method and system for paying for goods and services in a manner 
similar to checks, credit cards, and debit cards (col. 1, lines 7-9). Gordon uses 
cryptogtaphically transformed user information to authenticate payments from a 
payer to a payee where the form of payment is a value message bearing 
cryptographically transformed information including a digital signature to 
authenticate the value message (col- 1, lines 10-16). The value messages ate 
authenticated, credited to the payee, and debited to the payer (col. 1, lines 16-18). 
Gordon also provides a means for enabling a purchase between a merchant and an 
anonymous customer (col. 11, lines 15-19). 

By way of the Office Action, the Examiner asserted that 
It would have been obvious to one skilled in the art at the rime of 
invention to combine Payne in view of Gordon to teach part of the 
disclosure. The motivation to combine is to teach a method to 
consummate a financial transaction system with verified funds using 
secured value messages as enunciated by Gordon(col 2 lines 1-4) [sic]. 

(Office Action, page 4). 

The Examiner's assertion is not understood. The Examiner failed to state 
which "part of the disclosure" is allegedly taught. Furthermore, the Applicants do 
not understand the Examiner's reasoning regarding the motivation to combine the 
references. The cited portion of Gordon merely scares 
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In particular, in accordance with the present invention, a system and 
method are described for conducting monetary transactions using 
secure value messages. 

(col. 2, lines 1-4). Applicants do not understand how a general statement about 
conducting monetary transactions using secure value messages would motivate one of 
ordinary skill in the art to modify P&» to arrive at, for example, a system in which 
payment is effected by an intermediary upon confirmation that the buyer has received 
die goods and has deemed the goods acceptable. 

Assuming the Examiner is positing that a "secure value message" is somehow 
used in association with the Applicants' invention, Applicants respectfully disagree. 
The system disclosed by Gordo* fine requires a buyer to open an account with the 
Postal Authority. Then, if when the buyer decides to purchase something from a 
merchant, the buyer uses an electronic device (Payer PSD) provided by the Postal 
Authority to issue a value message to the merchant, who then uses another electronic 
device (Payee PSD) provided by the Postal Authority to endorse the message. The 
value message is then sent back to the Postal Authority, who authenticates the 
messages and effects payment to the merchant (col. 3, lines 12-24). 

The various aspects of the payment enabling systems and methods as set forth 
in Applicants' claims do not include a "secure value message" coupled with a 
complex system of authenticating the transaction followed by debiting and crediting 
of accounts. Instead (and generally speaking by way of comparison and not 
limitation), upon agreement to engage in the transaction, the buyer pays the 
intermediary, who, for a fee, holds the payment and monitors the status of the 
delivery . Once the goods are received by the buyer and are deemed acceptable, the 
payment is transferred to the seller. 

Payne and Gordon are inapposite to each other and to the various aspects of 
Applicants' claimed inventions. Further, no reasonable combination of Payne and 
Gordon would arrive at any aspect of Applicants' claimed inventions. Given that there 
is no suggestion or motivation to combine the teachings of Payne and Gordon, the 
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Examiner has failed to make a prima facie case of obviousness under 35 U.S.C §103 (a) 
with respect to the combination of Payne and Gordon. Thus, the rejection is improper 
and should be wi&drawn. 

(c) Combination of Payne with U.S. Patent No. 5,664,110 to Green 

By way of the Office Action, the Examiner asserted that 

It would have been obvious to one skilled in the art atthe [sic] time of 
the invention to combine Payne in view of Gordon and further in view 
of Green to teach part of the above. The motivation is to teach an 
ordering system for Internet purchases as enunciated by Green(col 1 
lines 38-47) [sic]. 



(Office Action, page 5). Applicants do not comprehend the Examiner's assertion. 

Again, the Examiner has failed to expressly state what "part of the above" is allegedly 

taught. The cited portion of Green states: 

A remote ordering system according to the present invention provides 
a user the ability to build and edit one or more order lists, resident in 
memory within a user device, and the further ability to review a user 
interpretable display of the contents of such lists. The present 
invention provides multiple merchant stock databases, a data 
format/ transfer computer (DFTC) as an interface between customers 
and the merchant databases, and a user device referred to as a 
display/processor unit (DPU) at each of multiple customer sites for 
creating and transmitting order lists. 

(coi 1, lines 38-47). Applicants do not understand what in the cited portion of Green 
would motivate one of ordinary skill in the art to modify Payne. The Examiner has 
failed to provide any rational basis for this combination of teachings. 

Applicants are further perplexed by what the resulting combination of 
teachings of Payne and Green might be directed to. Applicants submit that there is no 
basis for the Examiner's assertion that the combination of Payne and Green would 
somehow result in anything even remotely akin to any of the various aspects of 
Applicants 7 claimed inventions- 
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Applicants submit that Payne and Green ate inapposite to each other and to the 
various aspects of the presently claimed inventions. Green is directed to a remote 
ordering system that provides a user the ability to build and edit one or more order 
lists resident in the memory of a user device, and the further ability to review and 
manipulate a user intertable display of the contents of such lists (col. 1, lines 38- 
42). One would simply not look to a reference about a remote inventory ordering 
system to arrive at any of various aspects of the Applicants' claimed inventions as set 
forth in claims 46490 and described generally above. By way of general example, 
Grem does not provide the necessary motivation to modify the teachings of Payne to 
arrive at, to paraphrase certain aspects of certain of Applicants' claims, a method or 
system for facilitating financial transactions between a buyer and seller over a 
network in which an rnlVrts the payment from jhc h^yex holds the 

riir -„ r nnril ^ predetermine rendition is fnlfillrH rfflrks shipment of 

parl^, and facilit y payment u pon satisfactory delivery of the ?QQds . 

Given that there is no suggestion or motivation to combine the teachings of 
Pay „ e with Green, the Examiner has failed to make a prima jade case of obviousness 
under 35 U.S.C §103(a) with respect to the combination of Payne and Green. Thus, 
the rejection is improper and should be withdrawn. 

(d) Combination of Payne with U.S. Patent No. 5,897,622 to Blinn 
By way of the Office Action, the Examiner asserted that 
It would also have been obvious to one skilled in the art at the time of 
the invention to combine Payne in view of Gordon in view of Green 
and further in view of Blinn to teach the above. The motivation to 
combine is to provide an on line ordering, tracking and delivery system 
for customer orders on the Internet for customers and merchants as 
enunciated by Blinn(col 3 lines 1-18) [sic]. 

(Office Action, page 5). The cited portion of Blinn states that 

The present invention enables merchants to enter the online shopping 
market by providing a system and architecture to obtain and perform a 
large set of processing operations and computations on a rich set of 
dynamically generated information from a xtfidc variety of data sources. 
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In contrast to the rigid display formats and fixed database schen^sof 
existing merchant systems, the present invention provides a dynamic 
mge gl aerator that permits the display of dynamically generated data m 
format or presentation desired by the merchant The present 
invention provides this flexibility through the use of display templates 
and a database schema independent query mechanism. In this manner, 
a merchant changes the display formats by modifying a tempkte 
instead of revising the system modules produang me display formats. 
Similarly a merchant handles database modifications by modifying the 
queries stored in the database instead of modifying the system modules 
performing the database queries. 

(col. 3, lines 1-18). 

Applicants do not follow the Examiner's reasoning. Blinn suggests nothing 
oxher than the benefits of using a dynamic page generator in conjunction with the 
online shopping market. BUnn does not provide any motivation to modify the 
teachings of Payne for any reason, and in particular, B&m does not ptovide any 
motivation to modify the teachings of Blinn to somehow arrive at any of the 
Applicants' inventions as set forth in claims 46-190. 

Given that there is no suggestion or motivation to combine the teachings of 
Payne and Blinn, the Examiner has failed to make a prima facie case of obviousness 
under 35 U.S.C. §l03(a) with respect to the combination of Payne and Blinn. Thus, 
the rejection is improper and should be withdrawn, 
(e) Conclusion 

Applicants submit that there is no suggestion in Payne, Gordon, Green, or BUnn, 
or in the knowledge generally available to those skilled in the art, to combine the 
reference teachings. As such, Applicant respectfully submits that the rejection under 
§l03(a) with respect to the combination of Payne, Gordon, Green, and BUnn is improper 
and should be withdrawn. 
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B . There is No Reasonabl e Kvpecfation of Success of Confining the 
References. 

Applicants submit that the Examiner has failed to identify a reasonable 
expectation of success in combining the teachings of Payne, Gordon, Gnen, and Blinn. 
As such, the Examiner has not established a prima facie case of obviousness under 35 
U.S.C §l03(a). Therefore, the rejection is improper and should be withdrawn. 

Applicants respectfully submit that there is no reasonable expectation of 
success in combining the reference teachings. The prior art can be modified or 
combined to reject claims as prima facie obvious as long as there is a reasonable 
expectation of success. Inn Merck & Co., Inc., 800 F.2d 1091, 231 U.S.P.Q. 375 (Fed. 
Cir. 1986). Obviousness does not require absolute predictability; however, at least 
some degree of predictability is required. Evidence showing there was no reasonable 
expectation of success may support a conclusion of nonobviousness. In Re Rinebart, 
531 F.2d 1048, 189 U.S.P.Q. 143 (CCPA 1976). In this instance, Applicants submit 
that there is no reasonable expectation of success in combining the teachings of 
Payen, Gordon, Green, and BStm to support a rejection under 35 U.S.C. § 103(a). 

As discussed in detail above, there is no motivation to combine the cited 
references. As such, there is no expectation that combining the references would 
result in a successful combination. Furthermore, there is no expectation that 
combining the references would result in any of the various aspects of Applicants' 
claimed inventions as set forth in claims 46-190, as will be discussed in greater detail 
below. 

C. The Combination of R eferences Does Not Teach or Suggest All 
Elements of Applicants' Cla imed Inventions. 

To establish a prima jade case of obviousness of a claimed invention, all the 
r1 ? im limitations must be taught or suggested by the prior art. In re Royka, 490 F.2d 
981, 180 USPQ 580 (CCPA 1974). "All the words in a claim must be considered in 
judging the patentability of that claim against the prior art." In re Wilson, 424 F.2d 
1382, 1385, 165 USPQ 494, 496 (CCPA 1970). Furthermore, if an independent claim 
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is nonobvious under 35 U.S.C. §103, then any claim depending therefrom is 
nonobvious. U n Tim, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir.' 1988). 

As stated above, Applicants' inventions as set forth in claims 46-190 are 
generally directed to various aspects of methods and systems for facilitating financial 
transactions between a buyer and seller over a network, such as the Internet For a 
fee, an intermediary collects the payment from the buyer and pays the seller. 
However, before doing so, and according to certain aspects of certain of Applicants' 
claims, the intermediary may hold the payment in escrow until some predetermined 
condition is fulfilled. For instance, the intermediary may hold the payment until it is 
determined (1) that the seller has shipped the goods, (2) the buyer has received the 
goods, and (3) the goods are acceptable to the buyer. 

In general, none of the references, alone or in combination, teach or suggest 
the claimed aspects of a method and system for completing a transaction between a 
buyer and a seller utilizing a payment enabling system involving various steps of 
receiving transaction information from a transaction computer, requesting 
authorization of a payment from a payment instrument processor, instructing the 
seller to ship the goods in response to an authorisation, querying a shipping service's 
~„lp r A^W t o *W«nin« «hm The goods have be;en delivered and upo" 
^termination of «rr f pfb1e t j -W y rommunicaTW an insTmrtior, to The payment . 

ir . r r r mre 5s n r f" the payment to the *HW > virh a selected payment 

iq strumenr- 

(a) U.S. Patent No. 6,449,599 to Payne et al. 

Payne does not teach all of the elements of any of Applicants' inventions as set 
forth in claims 46-190. As stated above, Payne is directed to a network-based sales 
system that allows a merchant computer to respond to payment orders from a buyer 
computer without the merchant computer having to communicate direcdy with a 
payment computer to ensure that the user is authorized to purchase the product (col. 
2, lines 7-11). Payne does not teach or suggest a system in which a transaction 
between a buyer and a seller is facilitated using a transaction facilitator. Pay** farther 
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does no, teach or suggest the claimed aspects of a system in which . paction 
facility (1) monitors the status of the shipment by query d. shipping serv.ee s 
tracking database to determine when the goods have been delivered, (2) verifies that 
the delivery is acceptable, and (3) communicates an instruction to the payment 
instrument processor to make the payment to the seller with a selected payment 
instrument. 

(b ) Combination with U.S. Patent No. 6,289,323 to Gordon et mL 

The disclosure of Gordon is nor sufficient to cure the deficiency of Payne. As 
stared above, Gordon is directed to a method and system for paying for goods and 
services in a manner similar to checks, credit cards, and debit cards (col. 1, lines 7-9). 
Gordon uses cryptographically transformed user information to authenticate payments 
from a payer to a payee where the form of payment » a value message beanng 
cryptographically transformed information including a digital signature to 
authenticate the value message (col. 1, lines 10-16). The value messages are 
authenticated, credited to the payee, and debited to the payer (col. 1, lines 16-18). 
Gordon also provides a mean, for enabling a purchase between a merchant and an 
anonymous customer (col. 11, lines 15-19). 

Gordon does not teach or suggest a system in which a transaction between a 
buyer and a selkr is facilitated using a transaction facilitator. Gordon further does not 
teach or suggest the claimed aspects of a system in which a transaction facilitator (1) 
monitors the status of the shipment by query the shipping service's tracking database 
to determine when the goods have been delivered, (2) verifies that the delivery is 
acceptable, and (3) communicates an instruction to the payment instrument processor 
to make the payment to the seller with a selected payment instrument. 

(c) Combination «idi U.S. Patent No. 5,664,110 to Green et al. 
The disclosure of Green is not sufficient to cure the deficiency of Payne and 
Gordon. As stated above, Green is directed to a remote ordering system that provides a 
user the ability to build and edit one or more order lists resident in the memory of a 
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user dcv.ee, and the further ability to review and manipulate a user intertable 
display of the contents of such lists (col. 1, lines 38-42). 

Green does not teach or suggest a system in which a transaction between a 
buyer and a seller is facilitated using a transaction facilitator. Green further does not 
teach or suggest the claimed aspects of a system in which a transaction facilitator (1) 
monitors the status of the shipment by query the shipping service's tracking database 
to determine when the goods have been delivered, (2) verifies that the delivery is 
acceptable, and (3) communicates an instruction to the payment instrument processor 
to make the payment to the seller with a selected payment instrument. 

(d) Combination with U.S. Patent No. 5,897,622 to BJmn et b1. 

The disclosure of Mnn is not sufficient to cure the deficiency of Payne, Gordon, 
and Green. As stated above, Mnn is directed to an online merchant system including a 
dynamic page generator that permits the display of dynamically generated data in any 
format or presentation desired by the merchant through use of display templates and 
a database schema independent query mechanism (col. 3, lines 9-13). 

Mnn does not teach or suggest a system in which a transaction between a 
buyer and a seller is facilitated using a transaction facilitator, Mnn further does not 
teach or suggest the claimed aspects of a system in which a transaction facilitator (1) 
monitors the status of the shipment by query the shipping service's tracking database 
to determine when the goods have been delivered, (2) verifies that the delivery is 
acceptable, and (3) communicates an instruction to the payment instrument processor 
to make the payment to the seller with a selected payment instrument 

(e) Conclusion 

Given that the combination of Payne, Gordon, Green, and Mnn fails to teach and 
enable every element of Applicant's claimed invention, the Examiner has failed to 
make a prima facie case of obviousness under 35 U.S.C. §l03(a) with respect to the 
combination of Payne, Gordon, Green, and Mnn. Therefore, the rejection is improper 

and should be withdrawn. 
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D. gnti< ;hision 

It is respectfully submitted that the Examiner has failed to make a prima facie 
case of obviousness. First, there is no motivation to combine the references. 
Second, there is no reasonable expectation of success in combining the references. 
Finally,' the combination of Payne, Gorton, Green, and Blinn fails to teach and enable 
every element of each of Applicants' claimed inventions as set forth in claims 46-190. 
Therefore, the rejection under 35 U.S.C §103(a) with respect to the combination of 
Payne, Gordon, Grnn, and Blinn is improper and should be withdrawn. 

IV. EVEN IF THE EXAMINER HAS MADE A PRIMA FACIE CaSE OF 
OBVIOUSNESS UNDER 35 U.S.C. §103(A), APPLICANTS' CLAIMED INVENTIONS 

are Not Obvious Over Paynets View of Gordon, green, and Buns. 

By way of the Office Action dated November 24, 2003, claims 46-190 were 
rejected under 35 U.S.C. §103(a) as being obvious over Payne in view of Gordon, in 
view of Green, and further in view of Blinn. This rejection is respectfully traversed. 

It is respectfully submitted that Applicants' claimed inventions are not 
obvious over Payne in view of Gordon, Green, and Blinn. In Graham v. John Deere, 383 
U.S. 1, 148 U-S.P.Q. 459 (1966), the Supreme Court set forth four factual inquiries to 
be made when making an obviousness deterrninadon. First, the scope and content of 
the prior art is determined. Next, the differences between the prior art and the claims 
at issue are ascertained. Then, the level of ordinary skill in the art is resolved. 
Secondary considerations of nonobviousness are also evaluated. Finally, a 
determination of obviousness is made. MPEP §2101. 
A. Sr r o pe and C ement of the Prior Art 

1. U.S. Patent No. 6,449,599 to Payne et al. ("Payne") 
Payne is directed to a network-based sales system that includes at least one 
buyer computer for operation by a user desiring to buy a product (such as an 
electronic version of a newspaper article) at least one merchant computer, and at least 
one payment computer (col. 1, lines 53-56; col. 4, lines 54-65). The buyer computer, 
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the merchant computer, and the payment computer are interconnected by a 
computer network (col 1, lines 56-58). The buyer computer is programmed to 
receive a uscr request for purchasing a product, and to cause a payment message to 
be sent to the payment computer that includes a product identifier identifying the 
product (col. 1, lines 58-62). The payment computer is programmed to (1) receive 
the payment message, (2) cause an access message to be created that includes both 
the product identifier and an access message authenticator based on a cryptographic 
key, and (3) cause the access message to be sent to the merchant computer (coL 1, 
lines 62-67). The merchant computer is programmed to (1) receive the access 
message, (2) verify the access message authenticator to ensure that the access message 
authenticator was created using the cryptographic key, and (3) cause the electronic 
product to be sent to the user desiring to buy the product (col. 1, line 67 through col 
2, lines 1-5). 

In particular, the system of Pqym allows the merchant computer to respond to 
payment orders from the buyer computer without the merchant computer having to 
communicate directly with the payment computer to ensure that the user is 
authorised to purchase the product (coL 2, lines 7-11). Furthermore, the merchant 
computer does not have to store information in a database regarding which buyers 
are authorised to purchase which products (col 2, lines 11-14). Rather, when the 
merchant computer receives an access message from the buyer computer identifying 
a product to be purchased, the merchant computer need only check the access 
message to ensure that it was created by the payment computer to verify that the 
buyer is authorized to purchase the product before causing the product to be sent to 
the buyer computer (col. 2, lines 14-22). 

2. U.S. Patent No. 6,289,323 to Gordon et al. ("Gotdorf 9 ) 
Gordon is directed to a method and system for paying for goods and services in 
a manner similar to checks, credit cards, and debit cards (col. 1, lines 7-9). Gordon 
uses cryptographicaily transformed user information to authenticate payments from a 
payer to a payee where the form of payment is a value message bearing 
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cryptographic^ transformed information including a digital signature to 
authenticate the value message (col, 1. lines 10-16). The value messages are 
authenticated, credited ro the payee, and debited to the payer (coL 1, hnes 16-18). 
Gordon purports to remedy the shortcomings of traditional payment systems 
regarding authentication, privacy, and convenience (col. 1. lines 66-67 to col. 2, line 
1). Specifically, the method of Gordon provides a payer with a Payer Postal Security 
Device (Payer PSD) upon establishing an account with a postal authority (col. 3, lines 
12-16). The Payer PSD is a secure register for evidencing and tracking value (col. 3, 
lines 26-27). The payer may deposit funds with the postal authority prior to using the 
Payer PSD (col. 3, lines 27-29). A communication is then established between the 
postal authority and the Payer PSD, whereby the postal authority issues a value 
download message and the internal register of the Payer PSD is increased by the 
amount deposited by the payer (col. 3, lines 29-37). In exchange for providing goods 
or services, the Payer PSD issues a value message to a merchant (col. 4, lines 44-45). 
After receiving the value message, the merchant endorses the value message using a 
Payee PSD (col. 4, lines 46-47). To endorse the value message, the merchant payee 
adds additional data and renders a digital signature based on fields contained in the 
value message (col. 4, lines 49-52). The merchant then presents the endorsed value 
message to the postal authority (col. 4, lines 64-65) for authentication. After 
authenticating the value message, the Payee PSD is credited with the amount paid by 
the Payer (col. 5, lines 19-21). The value message may be processed by issuing a 
paper check or using an electronic funds transfer to the Payee bank (col. 5, lines 42- 
45). 

Gordon also provides a means for enabling a purchase between a merchant and 
an anonymous customer (col. 11, lines 15-19). First, the customer uses a PSD to 
generate a value message and transmits the message to the merchant (col. 11, lines 20- 
24). The value message identifies the product that the customer wishes to purchase 
(col. 11, lines 24-26). The value message further includes an identification of the 
PSD but does not include any information about the customer (col. 11, lines 26-30). 
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The merchant then endorses the value message from the customer using a merchant 
PSD (col. 11, lines 35-37). The postal authority then authenticates the transaction 
(col. 11, lines 45-47). The parcel is then shipped from the merchant to the postal 
authority who takes possession of the parcel (col. 12, lines 23-25). Using barcode 
technology containing information about the intended recipient of the package, the 
postal authority determines the customer for whom the package is intended (col. 12, 
lines 25-30). At that point, various means may be used to communicate to the 
customer that the postal authority is in possession of the package so that the 
customer may schedule delivery or pickup of the parcel as desired (coL 12 through 
col. 13). 

3. U.S. Patent No. 5,664,110 to Green er al. ("Green") 
Green is directed to a remote ordering system that provides a user the ability to 
build and edit one or more order lists resident in the memory of a user device, and 
die further ability to review and manipulate a user interpretable display of the 
contents of such lists (col. 1, lines 38-42). Each customer uses a display/processor 
unit (DPU) for creating and transmitting order lists through a data format/transfer 
computer (DFTC) to multiple merchant databases (col. 1, lines 42-47). The customer 
is provided with a data entry device, such as an optical wand, capable of interpreting a 
bar code, so that the customer can pass the wand over the bar codes of multiple 
products and input the data into the DPU (col. 3, lines 11-15). Without establishing 
communications between the DPU and the DFTC, the data from the data entry 
device is checked against a database within the DPU (col. 4, lines 22-25). A CPU 
within the DPU then creates and displays the order list in a user-discernable format 
for review by the customer (coL 4, lines 33-34). The order list can be modified or 
otherwise manipulated on the DPU without a communications link being established 
between the DPU and the DFTC (col. 4, lines 37-39). Once an order list is 
completed, the DPU is instructed by the customer to establish communication with 
the DFTC (col. 4, lines 61-63). The DFTC controls the flow information between 
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the customer and the merchant databases from wfoch the various products in the 
order list are ordered (col. 5, lines 7-9). 

4. U.S. Patent No. 5,897,622 to BJinn et al. ("BW) 
Unn is directed to an online merchant system including a dynamic page 
generator that permits the display of dynamically generated data in any format or 
presentation desired by the merchant through use of display templates and a database 
schema independent query mechanism (col. 3, lines 9-13). A merchant can change 
the display format by modifying a template instead of revising the system modules 
that produce the display formats (coL 3, lines 13-16). Further, a merchant is able to 
handle database modifications by modifying the queries stored in the database instead 
of modifying the system modules that perform the database queries (col. 3, lines 16- 
19). The merchant system of Unn uses templates, directives, and actions to 
dynamically respond to customer requests (col. 7, lines 6-8). Templates, which 
include directives and actions, are located in HTML structures (col.7, lines 8-9). In 
response to customer requests via the consumer web browser, the dynamic page 
generator composes HTML pages dynamically from templates stored in the HTML 
structures (col. 7, lines 9-11). A template defines the appearance of a page, such as 
the store home page, a product page, or a customer information page (coL 7, lines 42- 
44). Specifically, templates include HTML and directives, which are keywords to the 
dynamic page generator specifying how to build a page for display (col. 7, lines 45- 
47). The merchant system may include several predefined templates in the HTML 
structures (col. 7, lines 53-55), such as a basket.html page that allows shoppers to 
manipulate items in their shopping baskets (col. 8, lines 1-3). The merchant system 
uses actions to perform various system operations, such as adding an item to an order 
form, clearing an order form, and so forth (col. 9, lines 14-16). Actions are called for 
execution when a shopper clicks on a URL (col. 9, lines 29-30). An action manager 
interprets the URL to execute the action (col- 9, lines 35-54). 
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B. TSnn-ftHflfrrffr" 8 Art 

1. U.S. Patent No. 5,664,110 to Green et al. 

Applicants submit that Green is non-analogous art As stated above, Green is 
directed to a remote ordering system that provides a user the ability to build and edit 
one or more order lists resident in the memory of a user device, and the former 
ability to re^ew and manipulate a user intertable display of the contents of such 
Hsts (col. 1, lines 38-42). Applicants were unable to find a single reference in Green to 
a system for enabling payment between a buyer and seller. In fact, Green does not 
even address how payment from the buyer to the seller would occur. Furthermore, 
Applicants were unable to find a reference in Green to having a payment facilitator 
track the shipment of the goods from the seller to the buyer. Thus, one of ordinary 
skill in the art would not look to a reference about a remote ordering system used to 
generate and edit lists to design an online payment enabling system in which payment 
is conditioned upon acceptable delivery of goods. Accordingly, Applicants submit 
that it is improper to use Grten to form a rejection under 35 U.S.C. 5103(a). 
2. U.S. Patent 5,897,622 to Blum et al. 

Applicants further submit that Blinn is non-analogous art. As stated above, 
Blinn is directed to an online merchant system including a dynamic page generator 
that permits the display of dynamically generated data in any format or presentation 
desired by the merchant through use of display templates and a database schema 
independent query mechanism (col. 3, lines 9-13). Applicants were unable to find a 
single reference in Blinn to use of a payment facilitator to enable payment of the seller 
by the buyer. Furthermore, Applicants were unable to find a reference in Blinn to 
having a payment facilitator track the shipment of the goods from the seller to the 
buyer. Thus, one of ordinary skill in the art would not look to a reference about an 
online merchant system including a dynamic page generator that permits the display 
of dynamically generated data in any format or presentation to design an online 
payment enabling system in which payment is conditioned upon acceptable delivery 
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of goods. Accordingly, Applicants submit that it is improper to use Mnn to form a 
rejection under 35 U.S-C §103(a). 

B . Berw ren the Prior A rt .nd t he ri mmed Invention 

Applicants respectfully submit that the cited references are entirely inapposite 
and do not provide a basis for rejecting any of Applicants' claimed inventions. 

None of the references, alone or in combination, teach or suggest various 
aspects of Applicants' invention as set forth in claims 46-190. By way of general 
example, none of the references, alone or in combination, teach or suggest a method 
and system for completing a Transaction between a buyer and a seller utilizing a 
payment enabling system involving various steps of receiving transaction information 
from a transaction computer, requesting authorization of a payment from a payment 
instrument processor, instructing the seller to ship the goods in response to an 
authorization, T -^" « ^P P™ service's tracking debase to determine when the 
Z ^A, We been A .K^A and npon determination of acceptable delivery, 

,n instruction to the payment instrument processor to make the 

poy n^nt tn the s e ller with a selected payment instrument. 

In particular, and by way of non-limiting example, none of the references 
teach or suggest, inier alia, a payment enabling system in which a third parry facfttates 
. T «^n hrt»™n *™ ^n^mer, , buyer ?nd a seller.. Instead, Payne, Gordon, 
and Green relate to systems in which a merchant is a party to a transaction with a 
consumer. Mnn only incidentally discusses transactions at all, and is actually directed 
to software for enhancing a merchant's online shopping pages (coL 3, lines 8-10). 

Further, and by way of non-limiting example, none of the references teach or 
suggest any aspect of a system or method in which a third party transaction facilitato r, 
v .~ , <, ^ rlrir. p- num b - r ^^A bv * shinning system to monitor the H^very status 
of the shipped item Payne, Green, and Mnn make no mention, inter alia, of using a 
shipping tracking number for any purpose, and in particular, Payne, Green, and Mm 
make no mention of using a shipping tracking number as a means of having a third 
party to the transaction monitor the status of a delivery upon which payment is 
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conditioned. Gordon, which uses a system managed by a Postal Authority, would 
presumably have access to some sott of tracking mechanism, but does not teach or 
suggest using a shipping tracking number as a means of haying a third party to the 
^^r- T —"nr the «n f" " f ■ «Mfrenr ™™ **** is c ^°on ed. 

Likewise, and by way of non-limiting example, none of the references teach or 
suggest any aspect of a system or method in which a third parry transaction facilitator, 

— ? r ~ r ro rhe t ransaction hv the hnyft *nd Seller, immediately receives , a 

r „ 3 , ft^ p, rne huver. uses a tracking number generated by a shipping system to 

monitor the delivery status of the shipped item, verifies that the goods , have been 
»nd are. ■cc - ptt.Me m the hnver, and the n transfers t>e payment tQ the se ]]gr 
of the goods . Neither Payne, Gordon, Green, or Blinn teach or suggest, inter alia, having 
a third party (1) receive a payment for goods from a buyer, (2) track the shipment of 
goods from the seller, (3) verify that the goods have been delivered and are 
acceptable to the buyer, and (4) transfer the payment to the seller. 

In particular, with respect to claim 46, none of the references, alone, or in 
combination, teaches a method for completing a transaction between a buyer and a 
seller utilizing a payment enabling system operated by a payment enabler including 
the computer-implemented steps of: a s sociating the transaction information with a 
pricin g number a^nriated with the sh i pment of the good? from fre sejlcr to tfa £ 
k„ yr r ™ the shippin g <erviee que ryin g rhe shipping service ttftrkinp database based 
™ the tracking numher to deter m ine whether the roods have been delivered to the , 
h^ yer based »t least in p »rr r>n information from the shipping Sftryice database 
inurin g that the g»r,d«, have be e n delivered to the buver. determining if the goods 
We Keen accept^ delivered m the huvet as of an indicated delivery da . te, and in , 
^ ro a determination r b »T rhe poods have been acceptably delivered ft> the 
^yor of the infrared delive r y dare, effecting completion of the transaction by 
^nrr.municating , an instruction to the payment instrument processor to make payme n t , 
to the seller. 



Page 67 of 74 



02/24/04 TUE 18:42 [TX/RX NO 9524] 0071 



Feb-24-Z0D4 06:0Bpm From- 




T-432 P. 072/078 F-940 



Serial no. 09/476,385 

Response to Office Action Dated November 24, 2003 
February 24, 2004 

With respect to claim 69, none of die references, alone, or in combination, 
teaches a system for effecting payment from a buyer to a seller in connection with an 
online transaction but conditioned on delivery of goods including a payment enabling 
system operative, in response to the association of a tran saction with a tracking 
number corresponding to the shipment of the goods from the seller to the buyer via 
the shipping service, for communicating a que ry ro rhe shipping service tracking 
database frased on the tracking number to determine wheth er the goods have been 
delivered to the buyer r the payment enabling system furrher operative in response to 
the delivery information resulting from the query to the shipping servic e database for 
determining if the goods have been accep tably delivered to the buyer, and the 
p ayment enabling system further operative in response to a determination that The 
goods have been acceptably delivered to the buyer, for effecting com pletion of the 
transaction by communicating an instruction to the pa yment instrument processor to 
make payment to the seller. 

With respect to claim 93, none of the references, alone or in combination, 
teach a method for completing a transaction between a buyer and a seller including 
the computer-implemented steps of: querying the shippin g service tracking database 
based on the tracking number to determine whether the goods have been delivered to 
the buyer, based at least in part on information from the shipping service database 
indicating that the goods have been delivered to the buyer, determinin g if the goods 
have been acceptably delivered to the buyer as of an indicated delivery date^ and in 
response to a determination that, the goods have been acceptably delivered to the 
buyer as of the indicated delivery date r effecting completion of the transaction by 
communicating an instruction to the payment instrument pjtocessot to make payment 

iq the sell?*. 

With respect to claim 118, none of the references, alone, or in combination, 
teaches a system for effecting payment for goods purchased by a buyer using a buyer 
computer from a seller using a seller computer in an online transaction facilitated by a 
transaction facilitator, the payment conditioned on acceptable delivery of the goods 
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by the seller to the buyer, the transaction facilitator operating a network-accessible 
transaction computer that facilitates commercial transactions between buyers and 
sellers, including a payment enabling system operative for querying the shipping 
, rH ^ r ^ yi „r ^rahase nn The tracking number ft? determine whether, th , e , 

have Keen d^ Y""^ «" ™* h " v " ™ e T>aymen| enabling , system farth e r 
^p ^W based at leocr in parr on j .- f™m»non from The Shinning service database 

Hrf ri T fh » r rhp P" ods w bfen dg1iv ereH r ° buyeri f r }T HprerTninin ^ if rhe 

rH c w» heen accep t ^ to the buyer as of an indicated delivery date, 
^ A- pa yment enabl rf c y™™ mrrher openmve. in response to a detemiination 
,l, flT fh» goods have »rre p T ab1v delivered to the buyer as of the indicated 

^l^r y Hare for effr ^ng rom plerion of the transaction by communicating an 
fpcrr^rn on ro the p a yment instrqmenr processor to make payment ro T he sell er. 

With respect to claim 143, none of the references, alone, or in combination, 
teaches a method for completing a online transaction between a buyer to a seller, 
comprising the computei-implemented steps of communicating a query from the 
p a yment enabling «y«fem to the shimW service tracking datable based on the 
tickin g number t" Heretmine w Wh?r the goods have been delivered to the buver j 
pr^jn f delivery information from the shipping service tracking debase to the 
pa yment enabling system, the delivery in fotmarion indic ating that the goods were 
Slivered to the b " ypr ™ c>f an i ndicated delivery date based aT l f a . s T in part , on the 
liver y infotrnarion from the shipping ser v ic e database, dere rmining if the goods 
We Keen accepta b ly delivei-ed to the, huvet. and in response to 3 determination frat 
ft. Z ™A* h^e been acceptably d ^vred ro the huver as of the indicated delivery 
d.arp effectin g , completion o f rbe transgction bv conimunicannp- an instruction m 
mate p^ment to ^ seller fr o m rhe payment enabling system to the payment 
instrum ent processor. 

With respect to claim 167, none of the references, alone or in combination, 
teaches a system for effecting payment from a buyer to a seller in connection with an 
online transaction but conditioned on delivery of goods, the buyer utilizing a buyer 
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computer system and the seller utilizing a seller computet system to communicate 
with a transaction facilitator that facilitates commercial transactions between buyers 
and sellers, including a pg me qT ^blinj r P T * m native fat commnnirann,, a query 
r A. dipping se^~ ^Hn p datable based pn the trying Timber to determ i ne 
„, W w th« .nod , hr- ro the buyer the ptymrm enabling system 

A . g ^ rr ;n r sen r- for determining if the po o ds hqye been accept^ 

^W,^ m the ^ Y"' ™d the payment enabling system further o T 
- . ^rerminatic r P™»« ^en acceptably rjelivered to the buyer, for 

.fl^rin y ^mpW b- *f rHP rran^rrion by rnmm^nir^n r an insertion to the 
fa ymPfif insm ir^pnt processor to make payment To the gelto . 

C. T ^vel of Ord i"«"y the A** 

Applicants respectfully submit that the level of ordinary skill in rhe art is one 
who is skilled in the neld of computer systems for online commerce. 

D. nh yfrmsne ss Analysis 

Applicants respectfully submit that the claimed inventions as summarized 
above would not be obvious to one skilled in the area of computer systems for online 
commerce over Payne in view of Gordon, Green, and Mnn. 

By way of general example, none of the references teach or suggest, inter alia, a 
system or method or aspects of same for completing a transaction between a buyer 
and a seller utilizing a payment enabling system involving various steps of receiving 
transaction information from a transaction computer, requesting authorization of a 
payment from a payment instrument processor, instructing the seller to ship the 
goods in response to an authorization, querying a shipping service's , tracking databa se, 
r n .Wrmine ^™ rhe pno ^ Wn delivered and upon Hrrtffminarfon of 

Tr eble (H™*Y <-ommi^ rfn F fln instruction to the payment instrument 
pmressnr to ^ p™™^ ™ rhe. seller with a selected PflTm™t instrument. 

Since these (and other) aspects of the Applicants' inventions are not taught or 
suggested by any of the references, it is not likely that one of skill in the art, namely, a 
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computer system designer in the field of computet systems for online commerce, 
would find it obvious to create a system according to Applicants' claimed inventions. 

The omitted elements are not mere variations of the prior art, nor are they so 
well known that no reference is needed to supply the missing element. In particular, 
and by way of non-limiting example, since Payne, Gordon, Green, and Blinn each relate 
to systems in which a merchant and a consumer is involved, it would not be obvious 
ro one skilled in the art to modify the reference teachings or combine the references 
to arrive at a system in which a third ptty facility a transaction between two 
rr>f|sumers . 

Further, and by way of non-limiting example, none of the references, alone or 

in combination, teach or suggest any aspect of a system or method in which a third 

r rty transaction fariliramr uses a tracW number pfnf r ated by a shipping systems 

. w the delivery status of the shipped item. Likewise, and by way of non-limiting 

example, none of the references, alone or in combination, teach or suggest any aspect 

of a system or method in which a third party transaction facilitator, upon agreement 

f he transaction hy rhe huver « H ylW immediately receives a payment from the. 

huyer. uses a tracking number generated by a shipping system to monitor the delivery 

status of the shipped item, that the floods have hem received and ag 

a^ praMe to the b " r r, ™d then rransfers the payment to the seller of the fiOQ _ d £. 

It would not be obvious to one skilled in the art to modify the system of Payne 

to arrive at any aspect of Applicants' claimed invention generally summarized above 

because Payne purports to address an entirely different need: 

The invention provides a simple design architecture for the network 
sales system that allows the merchant computer to respond to payment orders from 
the buyer computer without the merchant computer having to communicate directly 
with the payment computet -to ensure that the user is authorized to purchase 
the product and without the merchant computer having to store 
information in a database regarding which buyers are authorized to 
purchase which products, [emphasis added] 

(col. 2, lines 6-14). 
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Payne is simply not apposite to any aspect of Applicants' claimed inventions. 
Applicants simply do not comprehend the Examiner's assertion that it would be 
obvious to modify Payne to somehow arrive at any aspect of Applicants' clawed 

inventions. 

Likewise, it would not be obvious to one skilled in the art to use the teachings 
of Gordon to modify Payne to arrive at any aspect of Applicants' claimed inventions. 
As stated previously, Gordon includes a complex purchase and payment system uang 
"secure value messages" (col- 3, lines 12-24). The Examiner has not provided a 
rational basis for concluding that any aspect of Applicants' claimed inventions could 
somehow be derived from the teachings of Gordon. 

Similarly, it would not be obvious to one skilled in the art to use the teachings 
of Green to modify the teachings of Payne to arrive at any aspect of Applicants- 
claimed invention. Green is directed to a remote ordering system that enables the user 
to review and manipulate lists of items (col. 1, lines 38-42). Green does not cure any 
of the deficiencies of the teachings of Payne and Gordon, and does not provide a 
rational basis for arriving at any aspect of Applicants' inventions as set forth in the 
claims and summarized above. 

Finally, it would certainly not be obvious to one skilled in the art to use the 
teachings of Blinn to modify the teachings of Payne to arrive at any aspect of 
Applicants' claimed inventions. The teachings of Blinn are so remote from any aspect 
of Applicants' claimed inventions that it would be illogical and irrational to attempt to 
use the teachings of Blinn to somehow arrive at any of Applicants' inventions set 
forth in claims 46-190. Furthermore, contrary to the Examiner's assertions, Blinn 
does not cure any of the deficiencies of the combination of Payne, Gordon, and Green. 
Thus, it would not be obvious to use BHnn to modify Payne in any manner to arrive at 
any of Applicants' claimed inventions. 

Applicants have diligendy reviewed the cited references and have considered 
the argument set forth by the Examiner in the Office Action dated November 24, 
2004. Applicants arc unable to find in either the references or in the Office Action 
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any rational basis for concluding that the references could be somehow combined to 
render any of Applicants* claimed inventions obvious to one of ordinary skill in the 
art. The references are entirely inapposite to the presendy claimed inventions and the 
combination of references does nor even remotely arrive at the Applicants' claimed 
inventions. Therefore, Applicants respectfully submit that the various aspects of 
Applicants' claimed inventions at set forth in claims 46-190 would not be obvious to 
one of ordinary skill in the art over Payne in view of Gordon, Green, and Blinn. 

IV. Conclusion 

Applicants respectfully submit that the Examiner has failed to make a prima 
facie case of obviousness over Payne in view of Gordon, Gwn 9 and Blinn to support a 
rejection under 35 U.S,C. §103. Furthermore, using the John Deere factual inquiries, 
Applicants submit that the differences between the prior art and the claimed 
inventions would nor be obvious to one of ordinary skill in the art- Accordingly, 
Applicants respectfully request withdrawal of this rejection. 

For at least the reasons stated above, it is respectfully submitted that all of the 
present claims are in condition for allowance. 



Respectfully submitted on behalf of Applicants, 
MORRIS, MANNING & MARTIN, LLP 



By: 




tegistration No-: 30,388 
MORRIS, MANNING & MARTIN, LLP 
1600 Adanta Financial Center 
3343 Peachtree Road, N.E. 
Atlanta, Georgia 30306 
Attorney for Applicants 
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